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Trademark disputes can be 
clear cut or complicated 
especially in a global market 
place 

UDRP 
URS



ICANN 
PROVIDERS 
of Dispute 
Resolution

Arab Center for Dispute Resolution (ACDR)*

Asian Domain Name Dispute Resolution Centre 
(ADNDRC) 

Canadian International Internet Dispute 
Resolution Center (CIIDRC)

Czech Arbitration Court Arbitration Center for 
Internet Disputes

National Arbitration Forum*

WIPO –World Intellectual Property Organisation

MFSD srl *



3 Elements Test for successful UDRP claim… 👌
[Purpose to stop cyber-squatting]

Domain name must be 

identical or confusingly 

similar any marks can 

included common law 

marks

Why the Respondent 

(current registrant) has 

no rights or interest in 

the domain

The manner in which the 

domain was used in bad 

faith



Test for successful URS claim…                👌

Domain name must be 

identical or confusingly 

similar to trademark –

national, court or treaty 

Why the Respondent 

(current registrant) has 

no rights or interest in the 

domain

Clear and convincing 

evidence (higher burden 

of proof)

The manner in which the 

domain was used in bad 

faith

URS is a fast, inexpensive dispute procedure to combat cybersquatting and trademark infringement by 
domain name registrants stop cyber-squatting in new gTLDs



ICANN’s IP Dispute process

Case Requirements to file

UDRP – 3 Elements Test 

URS – 3 Elements clear cut +UDRP –Claim

URS - Claim

Outcome Scores

● UDRP transfer to claimant 
● URS suspension for the 

remaining life of the 
registration

=



Unintended consequences

Many trademark owners realised that many 
small domain registrants would not defend the 
proceedings, even if innocent passive holding 
not infringing. If sales negotiations broke down 
or were seen to be prolonged, brands have 
launched UDRP proceedings – in bad faith, a 
plan B if commercial negotiations broke down. 



What is bad faith?
What if the registrant is just passively holding the 
domain name?

Lorem ipsum dolor





Reverse Domain Name Hijack Case 1 

Claimant Nubank – Brazilian 
finance company that raised 
billions 

Claimant offered  $$ to registrant 
Apparently there was no interest to 
sell.

Registrant held the domain for 
long time – but didn’t respond to 
case. Held well before Nubank
existed

Result – Reverse DN Hijacking 
Panel found case brought in bad 
faith, admitted the failed 
negotiations and evidenced showed 
the domain was registered before 
Nubank started using the trademark.

Nubank.com – WIPO Case Key points





Reverse Domain Name Hijacking  Case 2

Claimant  biopharmaceutical co

Claimant offered  $$ to registrant 
Apparently never raised the 
trademark rights only tried to buy 
unsuccessfully

Registrant – domain investor held 
the domain for long time since 
2014– pay per click parking page 
links to transcription services

Result – Reverse DN Hijacking 
Panel found case brought in bad 
faith, admitted the failed 
negotiations and evidence lacking of 
to prove the registrant is acting in 
bad faith.  

transcrip.com – Case Key points



Questions?



Contact us

trs@tucows.com

Would you like 
to know how to 
adopt the URS 
or UDRP and 
appoint 
providers? 



Thank you!


